@S JUDICIAL REVIEW NO. 60 OF 2018
REPUBLIC OF KENYA
IN-THE HIGH COGRE OF KENYAAT-MOMBASA—
JUDICIAL REVIEW DIVISION

MISC. APPLICATION NO. 60 OF 2018

- INTHE MATTEROF: AN APPLICATION FOR JUDICIAL REVIEW ORDERS OF

S -;f":-CERT:IORARI, PROHIBITION AND MANDAMUS
: 5 -

e i ” 3 Lo el AN B |
INTHEMATTER OF:  ARTICLE 40 & 47 OF THE CONSTITUTION OF KENYA

INTHEMATTER OF: - THEINDUSTRIAL PROPERTY ACT 2001; TRADE

AN
IN THE MATTER OF- SECTION 3(5) OF THE INTERPRETATION AND GENERAL

" CoURER SERVICES REGULATIONS 2010
UWIN INVESTMENTS AFRICA
- COMPANYLIMITED...... S EX PARTE APPLICANT
VERSUS
REGISTRAR OF TRADE MARKS.......... . 15T RESPONDENT
THE EXECUTIVE DIRECTOR, "
ANTI-COUNTERFEIT AGENCY.......... . 20 RESPONDENT
. PRIGHI SKY SOLAR SOLUTIONS LIMITED..... .~ INTERESTED PARTY

T By a Notice of Motion dated 17th September, 2018 and filed on the 18t

Sep_’tember, " 2018, ‘the Ex parte Applicant _h_ere_in.,r UWIN
INVESTMENTS AFRICA COMPANY LIMITED prays for the
following orders:
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:':g 9 JUDICIAL REVIEW NO. 60 OF 2018

1. AN ORDER OF CERHORARI to bring into this honourable
Court and qu&sh—the—deetston—oﬁthe—l%egrstrar*qf-frcrde*“——
Marks of the 374 September 2018 which rectified the Register
of Trade Marlks by expunging the Applicant’s Trade Marlk
TMA No. 88989 “GDLITE” Jrom the Register of Trade
Marks.

2. An ORDER OF MANDAMUS upon the 15’-‘ Respondent either
by themselves, their servants, employees and/or agents

compelling them to remit the matter: forgfeconmderanon
and hearing before the Tnbunal estab whed : under the
Trade Marks Act. i T ,
3. AN ORDER OF PROHIB HON:agarnst the 15t Respondent o

restraining the 15 Respondent ezther by themselves thezr

servants, employees and/or agents from publishing in the

- Kenya Gazetie or the Kenya\Indusﬁlal Property Inshtute
W,

a7

"‘"r"?'l ./

mdustnal property Jburna the impugned expungement of B

.N.,a

LV : f_fPROHIBITION against the 1st Re Spondent .
resirammg ‘the 1st Respondent either by themselves the:r

" in Class 9 of the Nice ‘

Classlﬁcaﬁon of Goods and Services. ' S

5- AN ORDER OF PROHIBITION against the 1o Respondent S
and 274 Respondent restraining the ist Respondent and ond

Respondent Jointly and/or severally either by themselves,

their servants, agents and/or on behalf of the Government

of the Republic of Kenya from commencing and/or
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p_psséssion, conirol, importing into transiting throﬁgh,
trans-shipping within Kenya; goods in Class 9 bf the Nice

Classification bearing the Applicant’s expunged Trade

; Mark TMA No. 88989 “GDLITE” pending hearing and
: determination of this Application and further orders ﬁ-om

this honourable Court. £, 7
6. A DECLARATION that since the 2nd Respondg}nt’s actions on

‘.‘? Y

the 23 and 28" of August 2018 of seizingy ¥ind detaining
. o, iy T ey _
container numbers TINU9962322 anﬁ‘% DRYU4535826

respectively contalnmg%theApplwantsggbds bearing the ~
Applicants Tradq"iMarﬁ J\:,“IZHA N038;89 “GDLITE” lS
unlawful, unfair gnd breach ft]ze ;;ipplicants right to a fair
hearing and fair adrnlntstrahve;chon | B _
7. AN ORDER OFWA%USupon the 2nd Responden{_t_q -

i, W, S = i
. the . container” numbers TINU9962322 and

Qﬁ“&q{g535826‘selze&gnd detained on the 23 and 28k
ﬁ%f—sﬁg "c-.u rJ‘ b 5. .

g i ?'?‘ B O B % e . ) LT
Q%ugust*:g_g18‘re_speétwely containing the Applicants goods

 bearing Tr%&de Mark TMA No. 88989 “GDLITE”
. o T . '
8. In‘the alt’%zg&%the to prayer 8 above only: AN ORDER OF

MANDAMUS upon the ond Respondent to remouve from the G-
Section verification area of Kenya Ports Aufhority in

. TINU9962322 and DRYU4535826 seized and 'aetaine;d‘:onl
the 2374 and 28w August 2018 to the ond Respondent own

Kilindini Habour, Mombasa County containers mumbper

warehouse.
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9. A DECLARATION that the Ex parte Applicant is entitled to =
—Eompensation—to—be &ssessed—by—fhe—honﬂurable—GOWT————
ragainst the ist Respondent for the arbitrary ‘d.eprivation of )
the Applicant intellectual property being Trade Marl TMA
No. 88989 “GDLITE” by expunging the Applicant Trade
Mark TMA No. 88989 “GDLITE” fiom the register of Trade
Marks. K

p i | PR o Tt

B e W NELSL e e
2
1

10. THAT the Costs of this Application beprovldedfor o

Ex Parte Applicant’s Case i, O

'2. The facts glVll'lg rise to the appli%n\qnar% det&ﬂed in the EX"Pa e
; . R B -

. Applicant’s Supporting Afﬁdawt‘%wﬁ”fﬁ 47 September 2018 by

YANMEI LIU who depones thathe is""f*.\t;g\ Ap%’i‘éant’s Director and has

~__authority to depone to the m.attgers'"befpré the Court.

B G B . . .
3. The Applicant’s¢ 1se Sythat it niadg an application for registration of
v . W .. : o
the TradeMei‘rIg No.»TM \'No: 88989 “GDLITE” ig the name of
CartonMegchan s limited with Tespect to electrical accessories and

P Y
By

ts<for cd“\jpcjging—, switching, transforming, accumulating,

0T égﬁggplling electricity in Class (9) Nine of Classiﬁc.a-tion;

-._:.'1 it R . B =
‘ofgoods an’ﬁlg services which Trade Mark was registered by the
Respondent on 8t February 2016. (effective 8% September s015- gt

S

Septemb%ifa%).

4. On 2nd August 2017 a third party by the ﬁame 'NINGBO
ZHENGZHENG ELECTRIC APPLIANCE CO. LIMITED filedan
application to rectify the Register with respect to the said trademark by =
filling the prescribed form TM25 and a statement of case. Copies of the
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prescribed form TM25 and a statement of case dated o8t July 2017
Were foHvalzded-te—G&HeH—Memhaﬁts—hﬂﬂted—on—ﬂTe—tgth-Beoembm%
2017. On the 27% March 2018 Carton Merchants limited sought and

was granted an extension of time for 90 days within which to file its

R : 3 3, BT e
B O AT

_counter statement

5. On the 12% June 2018 Carton Merchants 11m1ted assigned the Trade
Mark. TMA No. 88989 “GDLITE” to the Apphc,ant and on the 28t
June 2018, the assignment was entered mto the Reglster of Trade
Marks and a Certificate of Reolstratlo.n of Assxgnment dlﬂy 1ss;ued

.....

6. Onthe 10t J uly 2018, the Apphcant on the stren,gth of the assignment

of Trade Mark, prepared for shlprr'j;kehht c .gtamers TINU 9962322

BN N

| and DRYU4535826 from Chma 1nto ‘Kenya for purposes of

commercial trade bemg 28 260 pieces of unassembled solar chargmg
and lighting System branded yG}DLITE”

.\. L'?

’J* dehvered by reglstered post on the 7t August 2018 requiring
the- Apphcant/to Jtake a he‘anng date before the Registrar of Trade
Ma;kms*m Ira1so?5 w1th the third party’s advocate pursuant to Secnon 44 |
of the Trade MarksActs read together with Rule 83(b) and 103 of the -

Trade Mark Act

7.  Onthe 24m&ﬂy 20:{8the1St Respo ‘dent wrote a notice to the Apphcant

8 The 2nd Respondent on the 23t August 2018 on apphcatlon by the third
party’s agent seized contamer No. TIN U9962322 containing goods |
bearing trade mark No. TMA No. 88989 “GDLITE” and took two
samplés of the Ex parte Applicants good for Vemﬁcatlon with the 1st
Respondent. On the o8t August 2018 the Ex parte Applicant’s
container no. DRYU4535826 containing goods bearing Trade Mark
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Q JUDICIAL REVIEW NO. 60 OF 2018

No. TMA No. 88989 “GDLITE” was seized by the 212d Respondent
attheinstigation-ofthe agents-of-the-third party-and-two-samples-were——

taken for verification with the 1st Respondent.

9. On the 6 September 2018 M/S WAFULA, WASHIKA &
ASSOCIATES ADVOCATES having been appointed as the Ex parte
Applicant’s agent and advocate, filed form TM1 with the 15t Respondent

D I e
v y e T s
Rt s 4. e = e AN S g ,

e g

and upon .ﬁ.lin_g,'they were served with a letter dated 3¢ September
2018 from the 1t Respondent communicaﬁi’g\‘g.?gle deéision rectifying

the Register of Trade Marks by expungin'g:;;g;é“%fr-pgrte. Apphcant’ s
Trade Mark No. TMA No. 88080 “GDLITE” o} reasotis that the Ex

r for hearing in accordance

parte Applicant had failedﬁ__tp ﬁxﬂ_jl\éﬁjggﬁtte

e
e,

i with the Laws of Trade Markahg as directedbythe ﬁegiﬁ;tfar vide Jetter

o
e

dated 242 July 20;3‘,.8."'r;é'éeiveazi?ﬂ the 7% August by the Ex parte
Applicant. ' e :

10. The Ex parte Apphcantcontends that the decision made by the
Assistaqiﬁé“gié?grar ofT{adeMarks of the 15t Respondent could onlybe

-mg_dg\_aft‘éﬁlf_"thg-y&.S_gpten:gger 2018 on the lapse of 30 days from the

iiéi—:’té"""dff’_‘reééiii% 6fthe letter dated 24% July 2018 “from the 1st
Respondent. |

11. TheEX parte Applicant avers that M, Edgar Washika was
summdnédby one Chief Inspector Eric Wekesa attached to =

Kilindini Port Police Station to appear at the Police Station on the 10t
September 2018, and therefore the Applicant’s, ofﬁcérs; employees,

“and or agents are afraid of their imminent arrest and prosecution.
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1 Respondent’s Case

12.

13,

14.

15.

In opposing the application, the 1t Respondent filed a Replying
Affidavit sworn by Eunice Wairimu Njuguna, its Manager, L'é;g-al
Services, on the 3 October 2018. According to the deponent, it joins
issues with the Ex-parte Applicant on the registration, assignment and
Application for rectification of the Register of Trade Marks. The
deponent states that on the 6t July 2018, the 1st Respondent received

P

? letter from NINGBO ZHENGZHENG:. ELECTRIC

APPLIANCES COMPANY LIMITED lndlgatmg %t' thg_;Ex parte

Applicant had not filed ‘their Coupter—Sta_tgeméift bythe24th June 2018
as allowed by the 1 Respondent on the 3+ April 518,

e

R ‘“h‘“ . '7“"""‘;;.:}“'\' -‘.' by S s -
The deponent deposed that the 1= Respondent vi letter dated 24 o

2018 required the Ejiibarte Apphcant to fix the matter for hearing
pursuant to thgf_yroviéions f,fsecﬁon 44 of the Trade Marks Act as read
together with Rﬁiés.,103 and 83(b) of the Trade Mark Rules, within 30

days. 45"

N
- \'vé‘» “

ARPLIANC}«;S COMPANY LIMITED indicating that the Ex parte
A};)‘pjlc%nt hadnot complied with the contents of the letter dated 24th
July 201858 |

The 15t Respondent then vide letter dated 3xd September 2018 and upb:n
stating the basis on which the decision was made, the 1st Respondent
rectified the Register of Trade Marks by expunging Trade Mark No.
TMA No. 88989 “GDLITE” from the Register of Trade Marks.
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The 15t Respondent avers that it followed the procedure prescribed in

law to-the letters there-was-no abuse-of-proeess tsoever-and-the

Trade Mark No. TMA No. 88989 “GDLITE” was removed from the

barte Applicant and its predecessor in title for the following reasons: -

1. From 2grd February 2018 io 3rd Sep-te:mber 2018 the-i'sf'

Respondent gave the Ex parteAppZicarEt and its predecessor in title
ample time to file grounds in support ofregzsimtzonof Tra_g_;@'g Mark
No. TMA No. 88989 “GDLITE”. . B b
ii. That the Ex parte Applic_qg? by thf tinte it was’ picking its |
Certificate of Registration of.

3

Sigument on the 294 June 2018,

was aware that the ﬁméfbr ﬁlzﬁg\ t@?&%ﬁféﬁ—smteMent, Grounds
In support of the Ké?’iﬁ‘:z?ﬁ"aii'onjgffrd@g;ﬂ{ ark No. TMA No. 88989
“GDLI TE”Fhad é:gpired..'oﬁ";g4fﬁ June 2018 and made no effort to

seek for further aﬁé‘@goﬁl ;
ui. To dg;ggthgu@'x barte Applicant -has neglected to Jile its grounds in

- e A S g

SUpPORof the Trade Mark No. TMA No, 88989 “GDLITE” 220

(d_&‘y\sh? asmi’:e Zt?‘p;éﬁegess
e’jcpun‘gé‘frﬁe Trade Mark from the Register of Trade Marks.

oy

or was served with the Application to

. ‘?“.‘,,,Z;hﬁt in‘dpfgorcféhce with the provisions of Section 3(5) of the

Iﬁ%}‘erpgveﬁgagon and General Provisions Act and rulegﬁ)( a ) (z) of-”
the }%ﬁéﬁglnformaiion and Communication (postal and Courier
Services) Regulations, 2010 once g letter is sent by registered post,
it is deemed to have been delivered to the addressee. This means
that the Ex parte Applicant is deemed to have recetved the letter
dated 24" July 2018 on the ' August 2018, the day it was delivered

8 of 32
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to the Ex parte Applicant by registered mail, and the Ex parte

Applicant ncgieefeéte«&et—en—the-eentenﬁﬁf the-letter-

v. The provz’s._i-_c-_)‘ﬁ of the Trade Mark Act and rule envisage that once
expungement or opposition proceedings are initiated at the
Registry. of Trade Marks, they should come to a close within a
prescribed time. This provides certainty to all parties.

217. The 1t Respondent states that the Ex part'é‘ffépplicant and its

predecessor in title did not disclose the reasongwhy théy.bave -Pgt Blad
thelr grounds in support of registration of Trade Mark NOYIMA No.
88989 “GDLITE” to date. & b, ST i,

oy

18. The 1 Respondent’s case is ﬂla?‘{ﬁ‘e””“dochgﬁe of Natural Justice,

. legitimate expectation and reasqpaﬁiépgss asswell as the provisions of

- — - “Article 47 of the Conéﬁytgtion Jl‘;hatgulde the 15t R-espondent as a publié -----
servantrequire.a balance be’tweentheexpectatlons and rights of the Ex
parte Applicant andth@,se of ZINGBO ZHENGZHENG ELECTRIC

T

APPL{ANCECOMPMiEﬁHED The 1% Respondent avers that
in aggpré%gg V:’Llfhthe 'ﬁi;év.isions of rule 52 A of the Trade Mark Rules,
and dt;é}otxﬂgllgdole;\égof the Ex parte Applicant and its predecessor
m title, theRegrster of Trade Marks should have been rectified by o
exi)ulgging of ',I‘radéwMark No. TMA No. 88989 “GDLITE” from the

Regié*téf;gf{[j;é‘de Marks on the 24t June 2018 when the granted period

expired. However, due to abundance of caution on the part of the 1st
Respondent and in-consideration of the provisions of Section 44 of the
Trade Mark Act as well as rules 83(b) and 103 of the Trade Mark Rules,
the Ex parte Applicant was given a further 30 days within which to fix
the matter for hearing vide letter dated 24% July 2018.
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19.- - The 15t Respondent avers that issuing an order of 'Cer’dorari quashing

the—deeision—ofthe— st Respeﬂden’[—wotﬂd-b%few&r&mmn&/or————
condoning indolence and negligence on the part of the Ex parte

Applicant who has not come to court with clean hands.

e g S e 1

20. The 15t Respondent avers that an order for damages or for costs of the
Ex parte Applicant would be contrary to the provisions of the Trade
Marks Act and the Trade Mark rules thgt givé‘de_ar mandate, and

Section 48 that prohibits an award of cosfsfé,gaipst the 15t Respondent

S

Lo
e

in all proceedings under the Act.

2nd Respondent’s Case

21.  Onbehalf of the ond Respori&g&t, aRep]ﬂngdamT sworn on the 1ot
November 2018 by Yuisuf Osﬁ:{an Ahmed wis filed. The deponent |
depones that he is the acﬁpg,Chief _Anti‘%Counterfeit Inspector and

authorized to dépone to the affidavit. .

N,

22.  The 2 Ré—spondentscaselsthat the Agency executes it mandate
through"';i;ns_pecto}js appé{in_ted or designated under Section 22 of the

Anti-Counterfeit Act, Th
2018, the Interested Pa

e 204 Respondent states that on the 1t August
rty laid a formal complaint with the Agéncy i
C6h1p1iance WIth thé‘})rovisions of Section 33(1) of the Anti—CBunterfeit
Actandregulatlon 13 of the Anti-Counterfeit Regulations, 2010
accompanfédmth an affidavit in support of the Complaint sworn by
Salat Dahir Osman on the 15t August 2018. The com'p'lairit-by the
Interested Party related to containers TINU9962322 and
DRYU4535826 being into Kenya from China via the port of
Mombasa with siispected counterfeit goods violating the Interested
Party’s intellectual property rights. Pursuant to the complaint
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Inspector Tobias Korir and Derrick Mutugi Kaburu were

:2 instrueted-to-open-and nspeetthe-said-two-containersfor prrposes-of—
} determining whether there are suspected counterfeit goods as alleged.

:

f 23. The 2 Respondent states that on the 22nd August 2018, 23w August

:

2018 and 28% August 2018 the containers were inspec’ted and the
inspectors seized a total of 28,260 pieces of unassembled solar lighting
Systems bearing the trademark “GDLITE” that were suspected to be
counterfeit and stored the same at the cugfomshwarehouse which is a
gazetted counterfeit goods depot. Thg 2nd Responﬁ :;_‘ave;iSa'that the

inspection was carried out fairly, legfﬁp;atel');i'g;fd 5§oaédurally and
that the Ex parte Applicanf;}was':'ﬁeﬁr@@j@eﬂ by EI)GAR WASHIKA
OCHIMA an agent an

o

d advocgteofthée‘X-paTte Kpplicant and after

investigations a deci;s‘fi-éﬁ”x?vas made to :p“refer criminal charges against

the persons and entities including the’Ex parte Applicant herein on 14t
\"'\\ -\_ - R :‘ .7:.".- ‘ ': . 7

September 2018}, The said ‘criminal charges are based on 2 formal .

s

ied>with the provision of the Act and
demonStfages adispute with regard to the use of Trade Mark “GDLITE”

complaint  that cmpl

>

P
e
t

'*enlndus all“ﬁ?éfsign and which dispute need to be “decided inq
'fézir and p

"'a:\.u M

)

fblz'c'::}}iléqring;’"before a Court as provided under Article 50(1)

o5 s W Y )

of the Constitiition.
i ‘

24. As for@ﬁpﬁflcanon the 214 Respondent avers that the same is fatally
.. defective énd--i_—ncurably incompetent for failure to comply with the
€Xpress provisions of Order 53 rule 3 of the Civil Procedure Rules and
only prayers 5, 6, 7-& 8 of the said Application relate to the ond
Respondent and those prayers are contrary to expfess provisions of law
and cannot be granted by this Court. o S

11 of 32
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25. The 224 Respondent States that prayer No.5 of the substantive notice of
—motion isaeﬁavai_l@;};-_}l-e%&the-E%p&ﬁ&Appﬁe&%&s—ian&e&&nW
the express provisions of Article 157(6) of the Constitution as the

Director of Public Prosecutions is not enjoined in the proceedings and

i : that such brerogative order of prohibition cannot issue against a

person or entity not vested with the power to perform the act sought to

be prohibited. The prayer for prohibition is 1nwpab{e of being granted

as that would amount to this Court acting in vain.

26. The 2nd Respondent avers that prayer No. 6 is mcapable of being
granted by this Court in an applr;i,‘c_:atioﬁ"l.)'ro

ught under theprovisions of
Order 53 of the Civil Proce(_i_t_lré Ru?les\ - "

27.  The 2% Respondent case is that 1t15a Crimir

“W}th theAge cy“ahd’ it cannot be said that there was

: w-olahon“gﬁ the Ex parte: Applicant’s right to a fajr administrative
AT S ; . - o

*égfcnon‘:---fl_‘lg% Su;sp\e(;ié‘d-xggunterfelt 800ds can only be released after a
‘ﬁndlng_that@{hg@;ax;ne are genuine and in the absenge of any such
., Y 5 -

findting, ﬂlen:‘i;%le orders of Mandamus cannot issue.
Ay

28. The de;on&tﬁdeposed that prayer No. 8 of the substantixrfé:‘moﬁdn flies
" in the face of Section 25(I) (c) of the Anti-Counterfeit Aétlénd rthei't'the
POWers to seize suspected goods is vested in an -iﬁé—peétd as i)rovided
under Section 27(4) of the said Act and that the in-spectors who seized
the goods are known to the Ex parte Applicant and it is therefore
mischievous to allege that the ond Respondent seized the goods. The

12 of 32
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2nd Respondent states that it carried its due diligence by writing to the

15k DD'(‘T\{'\‘I’\A/\T‘It O t}:\

1-Responden:
letter 4% September 2018 advised the Agency that the alleged
Applicant’s trade mark had been expunged. The Applicant has been
charged before a subordinate Court and it is only prudent that the issue
of whether the goods are counterfeit be determined by the trial court
and that the seized goods are exhibits in the crlmgnal trial. The ond
Respondent avers that the Ex parte Appli{iamt_has nlbff';s‘gught to quésh
the aforesaid seizures and inventgries bﬁ-"aecoulﬁ_lt ofﬂlegahty or
otherwise and consequently no ordéréaq be 1ssuedbythlsCourt when
the seizure has not been mvah(rfétgdj'he ab_seﬁééfof anfmirrationality,
illegality or procedural 1mpropr1et;§n“*thepart of the Agency means

that this application otight to be dlsmlssed with costs.

Inter'e-s'itéd Partv’—é_' Casqi

29.

30.

%
A

The Interested Party“on its pa:i"t}' opposed the application vide a

Rep lylngAfﬁdaWtSWOFHBer Mohammed Ali Issack on

913\ The deponent avers that he is the manager of

]

theInterested arty. The interested party avers that it is the owner of

Trade Mark “GDLITE” In Kenya having registered it on the 15t April
263’[_5.:_pursua1‘_;ii to the Kenyan Trademark Laws. and having been
appc‘)‘iii"'ﬁi;j astrue and lawful agents of the original owner NINGBO

ZHENGZHENG ELECTRIC APPLIANCE COMPANY LTD via a Power

of Attorney.

The Interested Party avers that on or about 237 August 2018, it
received information that the Applicant had imported into the country

goods similar and/or identical to their registered Trade Mark

13 of 32
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“GDLITE” through the port of Mombasa. The Interested Party states

Submissions

—that-the-Ex-parte zgpp11'ea-n{fis—mt—&ppreaehing—this—eetrrt—wfiﬂrc}ean—**-—

hands as their sluggishness in fulfilling their obligations led to
expungement of the Trade Mark and that Rule 52 of the Trade Mark
Rules provides that if an applicant fails to submit Counter-Statement
to the Registrar within the prescribed period, the Application shall be
deemed abandoned and the Registrar may proceed to make an éward

on costs and that the 1st Respondent acted'r¢a§pnabi§; Impartially and

in good faith.

31

Ex-

32.

33-

The Ex parte Applicant filed _sub’hii's-s.igns:._date\di%}h November 2018.
The 1 i{espondent subm_islsié‘ﬁ.s__lare'&a_téa 7% November 2018, while
the 2nd Reépondent_sﬂg;hissipﬁ‘s’ are déﬁ:ed 227 January 2019. The
Interested Party’s submissiqns are dated 7151 November 2018.

licant’s Submiss

S A
i e “1.'}9}'5}
L

arte A

ions

The Ex parte Ai)lp_.licafiig;ﬁs\;iub.r}ﬁssionsreiterate the matters stated in =~
theagphcatwn/ M;'Washlka Learned Counsel for the Ex parte
Applicantt”ﬁbrﬁiﬁqi that they held a trade mark for class 9 while the

Interested Partys ‘Ti'ademark is Class 11 and that under section 15 of

th'e-*f‘fadg__quk Act both Trademarks can exist simultaneously for

reasons that the description of the goods is different.

Mr. Washika submitted that the decision they seek to review was
made by the Registrar of Trade Marks vide letter dated 24t AJ‘VLINIY..-‘_Z018.
The said letter was received on the 7t August 2018 and the Applicant
had 36' days from the date of feceipt to set down the matter for hearing.
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Unfortunately, the Registrar proceeded to expunge the Trademark ™™

34.

e 8 t-deve b afama il 4
through-her letter é&?ed—SId—Sep’Eembef—Qei-&—ﬁ-‘é&ys— petore-the-due

date. Counsel submitted that the Ex parte Applicant was not given an
opportunity to be heard because while they ‘had prepared for the
expurigerhent proceedings, they were denied a fair opportunity to be
heard. Counsel submitted that they are ready to go back to the Trade

Mark’s Tribunal to properly ventilate their case, = .

Mr. Washika submitted that the suit goa&spfere iniported before the
expungement of the Ex parte Applicant’s Tra\d\emarkwaseffected as
shown on the bill of lading and that "th.(\e 2ndR§spon§ent took into
consideration extraneous factorsbeforesemng‘the said goods and
preferring charges agzg'(r;sf the\ExparteApphcaIft and also the ond
Respondent did not understand @g\diéﬁpctioﬁ 'Ender section 15 of the
Trade Marks Act. _Counsga.l submltted that the distinetion under
Sectionis of theSald Act wé'S Iﬁad{e cléhr to the ond Respondent vide
letter d211:e(7{-4th Sef)?gxﬁnberzméi fi'om KIPI. The said letter coﬁﬁrms
the expungementgndakoexplams why there are similar Trade Marks

and had?ﬁé’re nbi'bgen an expungement there would not have been the

AL
35
",

k.

criminal proceedings.

35-

‘M/s. Njuguna, Learned Counsel for the 1st Respondent adopted their
- filed submissions which are 5 reiteration of its Replying Affidavit to the

substantive motion and in summary, submitted that the decision made
on the 37 September 2018 was a result of the Ex parte Applicant’s

indolence since the €xpungement proceedings were registered on the

150f32
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24 February 2018. The Trade Mark was transferred from Carton
b . __m.elzehante—hmted—te—thenEx—paﬁeﬁpphe&nt—&nd—thatthe—Ex—paﬁe———m
4 ' Applicant personally picked the letter of assignment from the Registrar

on the 29t June 2018 after the period for filing a counter-statement
had lapsed on the 24 June 2018 and the letter dated 24t June 2018
was to inform the Applicant to fix the matter for hearing based on
section 24 of the Trade Mark Act. Counsel subnntted that they cannot
rely on the date on which the letter was recelved smce they cannot be

sure of that and can only rely on the date of postlng Wthh s certaln
-

36. M/s. Njuguna submitted that the Ex parte Apphcant knomnc thata

dispute for expungement of 1ts' T%ra‘ e Ma%"kx,was In existence, should

o <@

&

| not have made the ilnporte"-vx\rhiéhl--we?é»c\nﬁscated and that the -~ -
‘ confiscation by the 2*161 Respondent Was done on the 231 gand o8
August 2018 even be:fore the e expungement of the Trade Mark on the
3 September 2018 and so the crlmmal proceedings and confiscation

have nothmg t’o do Wlth the Regtstrar of Trade Marks.

Learned Counsel for the 2nd Respondent adopted the

37. ;Mr. Mkofu':"

content of the1r ﬁled‘submlssmn which is a reiteration of their Replying

Afﬁdawt to th

'-. _H‘-|

relevant factors and even by letter dated 29t August 2018 wrote to the

substantlve motion and submitted that they considered

18t Respondent seeking a clarification on class 9 and 11 of solar
products and vide letter dated 4t September 2018, the clarification was
given with no mention of solar equipment and that the Trade Mark
had been removed from the Register of Trade Marks on the 3w

September 2018. Solar products were not applicable to the mark and
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from the charge sheet it is evident that an assembly of solar products

IOC QAT zoa]
L& s ) b.LELr\—L =

38. Mr. Mkofu submitted that the Executive Director of the ond

Respondent was not the appropriate party to be sued and therefore he
should be expunged as a party.

Interested Party’s Submissions

39. Mr. Tajbhai holding brief for Ahmed Abdula]u for the Interested
Party, reiterated the content of thelr Replymg afﬁdavrt to the
substantrve motion and rehed on therr Wntten submrssmns '

Issues

40. Having - considered tbe submrssmns by aII the parties in the

Application, the follomng 1ssues arlse for determmatlon

\

. Whether the letter dated 24“‘t July 2018 was delivered to the_‘
Ex parte Appllcmtt ang tf so, when was that done,

2, PVheth there was mdolenee on the part of the Ex parte
Appltcant. :

S y-\\

3 T/Vhether the 1st Respondent Jollowed the due process in

arrwmg at the deczswn dated 37 September 2018. Fe TEEEERT

4. T/Vhether the decision of the =nd Respondent on the 23"d and

28th August 2018 o seize Ex parte Applicant’s goods and to
institute criminal Pproceedings against the Ex parte

Applicant were made after the 2nd Respondent had taken
into consideration irrelevant consideration.
5. Whether Costs are awardable.

17 of 32
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The Determination

' 41. I have carefully considered the application, the affidavits both in
support of, and in opposition to the application, the submissions as

well as the authorities cited.

o] b
il et s SRR e S L e

1.  Whether the letter dated 24" July 2018 was delivered to the
Ex-parte Applicant and if so, when was thatdone.

‘The law on when a party is deemed to have received a do'éument via post is

;set out under the provisions of section 3 (5) of the f‘h?t"efijretaﬁoﬂ'aI:}de‘eneraI

h AT
4

Provisions Act (Cap. 2) Laws of Kenya, which provides that ™.,
| &« - : ,\\\"‘- ; WA
where any written law au@;onzq’s; Or requires a ‘chument to be

served by post, Whethe;' theexpré“ssmn“serve”’or ““give” or
“send” or any other‘;ei;b;-éssi(;ﬁ?:i\.‘_snpséd, then,ﬂl;ﬁ'ﬂess a contrary
intention appears, the servic_g-‘?sh;li?be deéi‘ned to be effected by
properly addreéssing to the last Imov:m postal address of the
person td_kg_ _§erved3prepaymg a_ndpostmg, by registered post, a

letter contammg tht\agocungen_t, énd, unless the contrary is
proved, tohavebegn efféi}j;gd atthe time at which the letter would

bedéﬁveredmtbe ﬁf{?diqafy'course of the post.”
42. The foregdﬁ{hg provision allows a party to prove when it actually
recewed a document via post, so that the bresumption that the party
' receivef&fﬂn__je; éécument “in the ordinary course of the post” would not
apply to cases where a party proves to the contrary.
43. The Applicant has proved vide the annexure marked YL-7in its
Supporting Affidavit sworn on 17" September 2018 (at pages 11 and

12), that it received the letter from the 1*t Respondent on 7t August
2018. The stamp on the call notice 6-1851543-18-3711 from the Postal

18 of 32
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Corporation of Kenya (at page 1) is dated 7t August 2018 and the Ex

44

45.

parte-Applieant-avers-thatiteollectedthel etier-on-thesame-day-

In light of the foregoing, the effect of applying the “unless the contrary -
Is proved” provision in section 3 (5) of the Interpretation and General

Provisions Actis that the Applicant, by law and by fact, received the
nouﬁcatlon from the 15t Respondent on 7th August 2018. Section 44 of
the Trade Marks Act as read together W1th Rule - 103 and rule 83(b) of
the Trade Mark Rules provide for thuty (30) days from the date of
receipt of the letter or notice. This belng the 7th Au,gust 2018 then any
action by the 15t Respondent ought to have been undertaken after the

7% September 2018.

L '\-.

Accordingly, this Court ﬁnds and hOld?S that the 15t Respondent fell in

error of law and acted unfa1r1y when it computed time and found that

 time started ruunmg on 18t August 2018 when it posted the letter dated”

24t J uly 2018 to the Ex parte Apphcant

“l:'\

W'hether there WaS meIence on the part Of the Ex parte

Apphcant. o AT
£ ’{r‘—“i}; %

";The 15t Respondent avers that by the time the Ex parte Applicant was

plckmg the certlﬁcate of Registration of assignment on the 29t June |

2018 tlme f ﬁhng a counter statement had already run out on the o4th
June 2018 and the Applicant made no attempt of filling the counter-
statement or seeking an extension of time as prescribed. Further, the

1t Respondent avers that the Ex-parte Applicant states that it received

the letter dated 24t July 2018 on the 7t August 2018, but has not

explained why ittook it a nearly a month to appoint an agent.

19 of 32
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47.

It 1s this Court’s finding that the Ex parte Applicant by- appomnng an

—agentonthe-6th Scptcmbep%r&dem@m&ate&%mﬂingnessfo comply

48.

with the provision of the letter dated 24t July 2018. Unfortunately,
the 15t Respondent arrived at its decision before the Ex parte Applicant
was afforded the nght to be heard and as a result the 1st RéSpdndent
committed procedural impropriety and illegalij}f the consequence of
which is that the decision vide letter dated g §éijiember 2018 cannot
be sustained. Further, the 1st Respondent, haviﬁg‘f_ignored‘ all the
alleged earlier indolence, on the part of the EX parteApphcayI, by its

letter dated 24% July 2018 is d‘eelhé,d.\to hai’rg dlsregarde“d the said
indolence and given the Ex paﬁ%?ﬁ}ggli\céﬁﬁ;@\fresh{'start to comply with
the law. That fresh start, embomegg}ﬁthesa}dleﬁer, had to comply

with the procedural jusfice. After thatletter the 1t Respondent cansisi

again purporf to refef‘to earlie:_ irici&g_nceéfof alleged indolerice on the
part of the Ex parte Applicant. 3,

Whemgr(;fﬁqlstRespondemfollowed the due process in

arrivingat the'd
Dy g

s

e"c'isiﬂi)n\ dated grd September 2018.

e,

W1th Ru]ésj‘::':i.i:(?)_ag andrule 83(b) of the Trade Mark Rules the Ex parte

Apb}lgfnt wasto take a hearing date within thirty (30) d'éy's‘ from the

7th Septe}:iibe«z018 Section 44 of the Trade Marks Act provides:
44. Hearing before exercise of Registrar’s
| discretion
Where any discretionary or other power is given

to the Regisirar by this Act or the rules, he shall not

20 0f 32
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exercise that power adversely to the applicant Jor

regisfraﬁen—or—me-registered-_mpﬁemrﬂfﬂie

trade mark in question without (if duly required so
to do within the prescribed time) gibing to the
applicant or registered proprietor an opportunity

of being heard.

Rule 83 of the Trade Marks Rules, 195&3p{'ovides:

83. Further procedure i,

2
g

shall ﬁ‘ot rectify the register or

(b) _ theuﬁegigt}-"ar
AT . R

P ._ry;;f": "ﬁ"\','.‘..\ “ ‘~"‘.‘_. ‘:-‘.,._\_", & . o
¢ remove -the mark from the register merely

@ "usg the registered proprietor has not

beg

b

B R s, ;
iy A2 ‘:\1‘ o i:'_L-- t:_\.\.. B
7 i Siled a counter-statement.

.. Rule 103 p%aiaides:

" 103. Hearing

Before exeréising adversely to any person any
~discretionary bower given to the Registrar by the
Act or these Rules, the Registrar shall, if so

required, hear that person thereon.

210f32
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. 49. The Ex parte Applicant further faults the decision conveyed by a

i : letter uatedﬂld—Septemmr-%ewﬂie—gr@ﬂnds—%at tt-did-rot
: meet the requirements for procedural justice. The Ex parte
Applicant contends that it was not afforded an opportunity of
being heard before the impugned action was taken. The right to
a hearing is recognized in Atticle 47(1) and (2) of the Constitution

which provide:

(1) Everyperson has the right to aMm&trahve action
that is expeditious, efficient, Iawful, \reasona_ble

I

and procedurally fair. , ' G

'f (2) Ifarightor fundamental freedom of a ‘person has
' | ~ ~beenr or is hkely to. be adversely affected by
administrative action, the person has the rl,,ht to

be 0wen wrltten reaso:ns for the action.

50. The 1st Responde\ﬁt bemg\ a pubhc body has a constitutional and

' statutory obhgahon placed on it fo give the Ex parte Applicant a right
to beheard, beanng in mmd that the decision it was bound to arrive at
Would have adverse effects on the rights of the Ex parte Applicant and
fundamental ﬁeedoms of the Ex parte Applicant.

Sectmn 4(3) of the Fair Administrative Act 2015 provides
as follows -

(3) there, an administrative action is likely to
- adversely affect the rights or fundamental
Jreedoms of any person, the administrator shall

give the person affected by the decision-

22 0f32
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(a) prior and adequate notice of the nature and

51.
~ Court of Appeal expressed itself as follows: g

remms——for——%he—pr&posed—&dministruﬁuc

action;

(b) an opportunity to be heard and to_make

representations in that regard;

(¢c) notice of a right to a revieiq or internal

appeal against an admiuigtraﬁbé:_decision,

where applicable; B, 0 e
@ .. Y
In Onyango Oloo vs, Attg;'ney General [1986~1989] EA 456 the

7

“A decision in breach of the rules ot; natural Justice is not cured
by holding that the decision would ‘otherwise have been right
since if the prmc;p%e of natural justce is violated, it matters not

Wk TR | s

that the_.js'i"gpaq de(:lsmnwould have been arrived at...It is

........

improper andnot falrthat an executive authority who is by law
required tocons:tder,totﬁ.jmk of all the events before mahz;g a
de():i‘slc“;hiwguchlmmemately results in substantial loss of liberty
Ieax;eé the\éppellant and others guessing about what matters

cou:ld have '.ﬁprsuéded him to decide in the manner he
deCIdEd‘&quﬂle course of decision making, the fﬁles of pgtural
Jjustice may{-éqmre an inquiry, with the person accused or to be
Ppunished, present, and able to understand the' charge or
accusation against him, and able to give his defence. In other
cases it is sufficient if there is an investigation by responsible

officers, the conclusions of which are sent to the decisioh-making

23 0of 32
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; considers fit to put forward, may take the decision in the absence
', of the person affected, The extent to which_the rules apply
' depends on the particular nature of the proceedings...”
g 52.  Similarly, Lord Wright’s decision in General Medical Council vs,
Spackman [1943] 2 All ER 337 cited with approval in Republic
vS. Vice Chancellor JKUAT Misc. Appl. N 0. 30 of 2007 that:
“If the principﬂles of natural justice are vibjﬁtqg in respect
of any decision, it is, indeed hnmateﬁal_yvhethéirtﬁhe same
decision would have been arr%ved at mthe ablseﬁéé; gfthe -
departure from essential princii}!ﬂfs of jﬁs,ﬁc_g} Thi:\dééis'i_.(l).l;l o
must be declared as no decision.” N g W
: 53- InRidge vs; Baldwin - [19631 2‘A1\IER 66 at 81, Lord

Reid expressed himgg}f}:@sjd]d@vs: Lot

“Time and again in the cases T have cited it has been stated
that a decision ‘given ’Mthept ‘the principles of natura]
Justice js void.” "3,

54 InJudigal S"?Ig"‘ce Commission vs. Gladys Boss Shollei &
Angther [2oisTeKIR the court stated that- | T
7 W, B @ T
:cA];;‘a;;’“t)nfrO‘;:n‘the need for independence and imiiarti'ality,‘
- - wn tialit

the right to a fair hearing under Article 50(1) of the
g G o
\,}Cﬁ(’)nsti_tﬂpon €ncompasses several aspects. These Include, )

 her/him; and the individua having the benefit of a public
- hearing before a court or other independent angd impartial
body.” =~
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55.. Ip_ Msagha vs. Chief Justice & 7 Others N airobi HCMCA No.

e062-of2004 \L"“s'rt-——V\Fendm&—Emttku}e—ﬂ-J*ou 3/11/06)

(HCK) [2006] 2 KLR 553 it was held:

“The Court observes firstly that the rules of natural _]usuce

5 ¥ T S
- g i 7 St g
345 i P 7 ok s

“audi alteram partem” hear the other party, and no
man/woman may be condemned unheard are deeply
rooted in the English common law and have been
transplanted by reason of co]onlahsatlon of .the globe
during the hey-days of the British Emplre An' essenhal -
requirement for the performance of any _]udlcml or diiam—
Jjudicial function is that the deClSlOll makers observe the

principles of natural Justlce ¥ &
decision-maker deprlves hlms {fof fh- €
R N

| who will be affected by the dec151on~’ If indeed the
! Principles of natural Jjustice are vmlated In respect of any

Vdeelsmn 1_3 unfair if the

@ -
\mews of the person

decision, Jt is mdeed 1mma:ter1a1 whether the same decision
would have been arrlved at m the absence of the departure
01X ;eéfsenhal prmclpleeof _]ushce. The decision must be

de\,‘ ared to beno deCISlon Ttis paramount at this j Juncture
01 urt estabhshes the ingredients and/or

components of natural Justice. The principles of natural
: _]ushce con“t?;ern ‘procedural fairness and ensure a fair
- dec131on i is reached by an objective decision maker

"Z:Mamtammg procedural fairness protects the rlghts of

mdlvﬂ’uals and enhances public confidence i in the  process.

- The ingredients of fairness or natural Justice that must
guide all administrative decisions are , firstly, that a person -
must be allowed an adequate opportunity to present their
case where._certain interests and rights may be adversely
affected by a decision- maker; secondly, that no one ought

to be judge in his or her case and this is the requirement

250f 32



that the deciding authority must be unbiased when
accdrt_li_ng the hearing or making the decision; and thirdly _

* 56.

57-

58.

that an administrative decision must be based upon logical

ﬁ €@ - supiciaLRevIEW NO. 60 OF 2018
1 ‘

k| S

b

i proof or evidence material.”
i

It is this Court’s finding that the 1st Respondent decision
communicated vide letter dated 3™ September 2018 is tainted with
procedural impropriety, falls short of the requirém.e_n‘t énvisagéd under
Article 47(2) of the Constitution, and __Sec:c\ions,' 4(3) b of the Fair
Administrative Action Act 20 15. Co_nsequeﬁjﬁﬁ;- this Court taking into

)

consideration the explanation given by the Respoﬁdeﬁtshasno option
I, T . TR
but to declare that the impugned decision by the 1 Respondent is null

and void ab initio. ) .
7 H

The failure with -respé&-’ﬁito Ai:f_i-clg 47 and Section 4(3) of the Fair
Administrative Action Act 2015 _méﬁ%fﬁsted itself right from the failure

by the 15t Respolzfgd“(‘_eﬁjtfﬁ;ﬁgomplymdth the’30 days period required under
Sectiop 44:g~f~ﬂ}e‘Tf§1ge‘:Mggks_éct'al'nd Rules 103 and 83(b). |

-

Whetliéi"f thedecmloan the 2nd Respondent on the 237 and

28‘*1August 2018 16 seize Ex-parte Applicant’s 7goodﬂs_ and to~ =

institute crlmlnal Proceedings against the ex-parte Applicant
were made after the 204 Respondent had taken into

cohsi}i_:lg;gtjqn irrelevant consideration.

The Ex-parte Applicant submitted that that the 224 Respondent
decision to seize its 80ods and thereafter initiate criminal proceedings
agairiét its officers was initiated by the filing of a complaint by the
Interested Party. The 204 Respondent examined the evidence by both
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the Interested Party and the Ex parte Applicant and decided to detain™~

"”ehe%ae-p&ﬁeﬁppﬁe&nt%—geeds—a—nd—%&in—iﬁafeerimina-l-proceedhigs. -

Under Section 26(4) of the Anti-Counterfeit Act 2008 it is provided as

follows: -

“Where the subsistence of an intellectual property right in

respect of prctected goods or any person’s title to or

interest in such intellectual property right is in issue inany” ~ 0

civil or criminal proceedings co:ncernmol counterfelt
goods, the substance of, tlﬂe to ox mtere%;»t m such

intellectual property right, where itis aﬂeged to ¢ encompass
the rights in respect of mdustrlal propertjf
in the definition of “mtellectual property rlbht” in this Act,

?‘
may be proved n accordance wrch the pr0v1310ns of the

contemplated

The 2nd Respondent v1de 1e‘fter dated 29th August 2018 sought an
opinion from the' at Respondent pnor to the detaining of the Ex parte
Apphcant’s goods and the msm"u‘aon of criminal proceedings against
its ofﬁcers. _Th 1St

Respondent communicated its op1n10n to the 2nd

The ond res .ndent submitted herein that they c0n51dered relevant' “

Respondenj;seekmg a clarification on class 9 and 11 of solar products
and vide letter dated 4% September 2018 the clarification was given
with no mention of solar and that the Trade Mark had been removed
from the Register of Trade Marks on the 3 September 2018 and that
solar products were not applicable to the Ex parte Applicant’s Trade
Mark. From the charge sheet it is evident that an assembly of solar
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products was seized. It is clear that there was interaction between the

1stand-gnd Dnsponuenm—en—the-fss:de—an&that-the—ze&Responderrt"———

62.

63.

[y

decision to charge the Ex parte Applicant was solely based on the 1st
Respondent decision communicated vide letter dated 37 September
2018. Accordingly, this Court finds that both the charging of the Ex
parte Applicant and seizer of its goods were based on faulty premises
and cannot stand. The Ex parte Applicant’s detamed goods were not
“counterfeit. Instead, they were declared Counterfelt by the Interested
Party, who, in an effort to protect its percel"ved market share made a
report to 1t Respondent that the sald goods were eounterfelt Further,

.

the 20d Respondent avers that 1:1: ad\nsed by the 1st Respondent vide
a letter dated 4t September 2018 that “the Sald Trade Mark had been
expunged. This means-athat Lf the .IS" Respondent was wrong in
expunging the said. Trade Mark, then the 21d Respondent was also
wrong in the aetlon it took i detalnlng ‘the Ex parte Applicant’s goods
and 1nst1tut1ng cnmlnai proceedmgs against the Ex parte Apphcant

Respondents action was therefore unlawful and

The scope of J ud1c1a1 Rev1ew proceedings has since expanded under

: "enew Constltutlonal order, and in appropriate cases the Court will

enter) 1nt0 the merlts of a decision made by an inferior body.

The Court of Appeal decision in Suchan Investment Limited vs,
Ministry of National Heritage & Culture & 3 others [2016]
KLR, at paragraphs 55 58 to advance the argument that the Fair
Administrative Action Act which underpins the values of the
Constitution of Kenya forms the foundation for the exercise of Judicial
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Review and ousts the previously utilized common law principles that
set—J&éieial—Reﬁew-te-be—exel&&ive}ybe&pmee&&ral—ﬁmrattefs."llheeomt'———‘
of Appeal expressed itself thus:

“An issue that was strenuously urged by the respondents is
that the appellant’s appeal is bad in law to the extent that it
seeks to review the merits of the Minister’s decision while
Judicial review is not concerned with merlts but propriety
of the process and procedure in arnvmtr at ﬂie dec1810n.
Traditionally, judicial review is not concerned w1th the

merits of the case.

However, Section 7(2) D) of the F aerdmmlstratlve ‘Action
Act provides proportlonalrty ~a5\_ ground for statutory
Jjudicial review. Proportlonéhiy ) Was aﬁrst adopted in
England as an mdependent ground of Judlcml reviewin R v
Home Secretarjé Ex parte Daly [2001] 2 AC 532. The test of
propomonahty leads to- a grgater intensity of review” than
the tradltlona] grgunds What this means in practice is that

consvxdera“tlon of the substantwe merits of a decision play a

Jl'!._%. )

much _greater role. Proportionality invites the court to

'evalua ¢ ﬂi;e‘me?nts of the decision; first, proportionality

may recimre the 3 I‘eVIGWIHU court to assess the balance

.~ which the declsmn maker has struck, not merely whether
=% 1t is wﬂh‘m the range of rational or reasonable decisions;
ke secondly, the proportionality test may go further than the
traditional grounds of review inasmuch as it may require
attention to be directed to the relative weight accorded to
interests and considerations; thirdly, the intensity of the
review is guaranteed by the twin requirements in Article 24

(1) (b) and (e) of the Constitution to wit that the limitation

of the right is necessary in an open and democratic society,
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in the sense of meeting a pressing social need and whether

interference vide administrative action is proporitionate to

64.

66.

the legitimate aim being pursued.

It is the finding hereof that the 1st Respondent deliberately left out the
issue of soiar panels and solar batteries being provided for in the Class
9 in which the Ex parte Applicant’s Trade Mark had been registered
thereby influencing the decision of the 2nd "R'espondent The o2nd
Respondent on the other hand took lnto con51derahon irrelevant
matters in arriving at its decision to selze and prefer crlmmal charges

“-\

against the Ex parte Applicant’s ofﬁcers

Although the D.P.P is not a party of these proceedmgs and cannot be
stopped from proceedmcrs W1th the Crlmma] Case No. 1585/18
ACA, that case cannot proceed because it is based on faulty grounds.
The mgredlents of the charges therem have no legal foundation. Itis a
waste of time and\an abuse of the Court process and serves no purpose.
The attenﬁon of ﬁle )
proceedmgs for the D‘T" to take note.

P. P in that matter is hereby drawn to these

\.\"

_In the premlses ﬂie Motlon dated, 17t September 2018 succeeds and

orders 1ssued as follows

J

a)An order of certlorarl is hereby issued removing into this

Court for purposes of quashing the 15t Respondent’s decision

made on the 374 September 2018 which rectified the Register
of Trade Marks by expunging the Applicant’s Trade Mark

TMA No. 88989 “GDLITE” from the Register of Trade Marks.

b) An order of mandamus is hereby issued removing into this

Court for purposes of compelling the 15t Respondent either
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| by themselves, or their servants, employees-and/or agents

~ mpelling them to-remit the matter for reconsiderationand———

| hearing before the Tribunal established under the Trade
Mark Act.

¢) A declaration that the 2nd Respondent’s actions on the 234

and 28% of August 2018 of seizing and detaining container
numbers TINU9962322 and DRYU4535826 respectively -
containing the Applicants goods 1:'04:::511'111'Cr the Applicants
Trade Mark TMA No. 88989 “GDLITE” 1s~un1awful unfair
and in breach of the Appllcant’s rlcrht to a\fal\r hf:ar:lnfr and -
fair administrative action. - . E: 4

d) An order of prohlbltlon agalnst the 1st Respondent
restraining the 1st Respondent elther by themselves, their
servants, employees and/or aﬂents from assigning to the
3rd parties the Trade Mark “GDLITE in Class 9 of the Nine
Clasmﬁcaﬁon o‘f Goodls and Semces until the matter is
reconSIdered under Order No. (b) above.

e) Anﬂrder of mandamus upon the 2nd Respondent to release
i-thﬁ?l?tmnér numbers TINU9962322 and DRYU4535826
selged and’ detamed on the 23 and 28t August 2018
rf;spectwely contammo the Applicants goods bearing Trade
Mark TMA No. 88989 “GDLITE”

" ) A declaration that any criminal proceedings initiated by the
ond Respondent relating to the matters raised herein are
premature, illegal and unfounded and for that reason the
said Criminal Case No. 1585 of 2018 ACA is hereby forthwith

terminated.
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It is so ordered.

Dated, Signed and D_elivered in Mombasa this 10t day of June,

2019.

In the presence of:

Mr. Simiyw holding brief Washika for Ex pafte Apphcant f}_ d

‘.

Ms. Kasayan holding brief Adera for 2 fi“Respondent

A e S

Mr. Ahmed for Interested Party W R

Mr. Kaunda Comhﬂgsmstant
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